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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions 
which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this 
action, to elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-7, are drawn to a sensor and a sensing apparatus. 

Group II, claim(s) 8 & 9, are drawn to a method of analyzing or identifying a 
property of an object. 

1. The inventions listed as Groups I & II do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack 
the same or corresponding special technical features for the following reasons: 
The common technical feature, the sensor and sensing apparatus of Group I 
does not make a contribution over the prior art of record. See Pepper et al 
(US2002/068018). 

2. During a telephone conversation with Mr. Harburger on 04/04/08 a 
provisional election was made without traverse to prosecute the invention of 
Group I, claims 1-7. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 8 & 9 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non- 
elected invention. 
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1 . Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1 .1 7(i). 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 
(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

2. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pepper et al (US20020068018). 

3. Applicants' claims are toward a sensor and a sensing apparatus. 
Regarding Claims 1-7, Pepper et al discloses a sensor comprising: 
A). A waveguide for allowing an electromagnetic wave to propagate therethrough 
and disposing an object at a plurality of positions thereof (See Figure 7 Item 12 - 
waveguide); and B). A detecting portion for detecting the electromagnetic wave 
which has interacted with the object at the plurality of positions and propagated 
through the waveguide, wherein a property of the object is analyzed or identified 
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based on information obtained from the electromagnetic wave detected by the 
detecting portion (See Figure 7 Item 16 & [0132]). Additional disclosures 
included: Claim 2 : further comprising a disposing means for disposing the object 
at the plurality of positions (See [0076]; the lattice of the microcavity defines the 
disposing means for); Claim 3 : Wherein the disposing means comprises one of a 
drop means for dropping the object at the plurality of positions, a hole pattern, a 
groove pattern, a protrusion shape pattern, and a pattern including a hydrophilic 
portion and a hydrophobic portion (See [0076]; the lattice of the microcavity); 
Claim 4 : Wherein the disposing means periodically dispose the object (See 
[0076], the lattice sets up a period disposition of the objects). Claim 5 : The 
sensor set forth in Claim 1 provided in plurality on a substrate (See [0118]; LIGA 
is a technique that allows for multiple guides to be deposited onto a substrate); 
Claim 6 : The sensor set forth in claim 1 ; and a storage portion for storing an 
information associated with the property of the object, wherein the information 
obtained from the electromagnetic wave detected by the detecting portion is 
compared with the information stored in the storage portion to analyze or identify 
the property of the object (See [0098]; computer which is required for the 
computer simulation); Claim 7 : A sensing apparatus comprising: the sensor set 
forth in claim 1; and means for coupling the electromagnetic wave into the 
waveguide for allowing the electromagnetic wave to propagate therethrough (See 
0040; Surface-enhanced Raman Spectroscopy & Figure 7 Item 13). 



Application/Control Number: 10/596,825 Page 5 

Art Unit: 1797 

4. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nagel et al (WO02/04928; An English translation may be found as 
US20040058339. Rejections will be referenced to the English translation). 

5. Applicants' claims are toward a sensor and a sensing apparatus. 
Regarding Claims 1-7, Nagel et al discloses a sensor comprising: 
A). A waveguide for allowing an electromagnetic wave to propagate therethrough 
and disposing an object at a plurality of positions thereof (See [0045] - 
waveguide); and B). A detecting portion for detecting the electromagnetic wave 
which has interacted with the object at the plurality of positions and propagated 
through the waveguide, wherein a property of the object is analyzed or identified 
based on an information obtained from the electromagnetic wave detected by the 
detecting portion (See [0031] the radiation is led to the sample by means of 
appropriate ray guides). Additional disclosures included: Claim 2 : further 
comprising a disposing means for disposing the object at the plurality of positions 
(See [0081]; dropping); Claim 3 : Wherein the disposing means comprises one of 
a drop means for dropping the object at the plurality of positions, a hole pattern, a 
groove pattern, a protrusion shape pattern, and a pattern including a hydrophilic 
portion and a hydrophobic portion (See [0081] & Figures 4, 5a, & 5b); Claim 4 : 
Wherein the disposing means periodically dispose the object (See [0081]); Claim 
5: The sensor set forth in Claim 1 provided in plurality on a substrate (See [0058]; 
array of waveguides); Claim 6 : The sensor set forth in claim 1; and a storage 
portion for storing an information associated with the property of the object, 
wherein the information obtained from the electromagnetic wave detected by the 
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detecting portion is compared with the information stored in the storage portion to 
analyze or identify the property of the object (See [0094 & 0095]; implicitly a 
computer is required for recording the data for these graphs as well as 
generating the graphical plots of Figure 7a & 7b; the computer anticipates this 
claim); Claim 7 : A sensing apparatus comprising: the sensor set forth in claim 1; 
and means for coupling the electromagnetic wave into the waveguide for allowing 
the electromagnetic wave to propagate therethrough (See [0031]; ray guides). 



Telephonic Inquiries 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Bobby Ramdhanie, Ph.D. whose telephone 
number is 571-270-3240. The examiner can normally be reached on Mon-Fri 8-5 
(Alt Fri off). 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Walter Griffin can be reached on 571-272-1447. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Bobby Ramdhanie, Ph.D./ 
Examiner, Art Unit 1797 
IB. R.l 



/Walter D. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 



